THL'S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
j our nal and (2) is not binding precedent of the Board.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte WLLI AM THOVPSON

Appeal No. 1997-0810
Application No. 08/512,072!

ON BRI EF

Bef ore HAI RSTON, FLEM NG and HECKER, Admi ni strative Patent
Judges.

HECKER, Admi ni strative Patent Judge.

! Application for patent filed August 7, 1995. According
to appellant, this application is a continuation of
Application No. 08/276,753, filed July 18, 1994, now
abandoned; which is a continuation of Application No.
08/ 065, 337, filed May 24, 1993, now abandoned.
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DECI SI ON ON APPEAL

This is a decision on appeal fromthe final
rejection of clainms 1 through 4, all clains pending in this
appl i cation. The invention relates to binary data
di spl ays, and nore particularly to an adaptive cursor for
interpreting displays of grouped data segnments within
unformatted groups of data bits.

Representati ve i ndependent claim1l is reproduced as
fol |l ows:

1. A net hod of displaying an adaptive cursor for
unformatted groups of binary data conprising the steps of:

extracting froma serial digital input signal bits
for the unformatted groups of binary data, each group formng
an ancillary bl ock of data;

di splaying a selected one of the ancillary bl ocks of
data in binary form

manual |y positioning a marker cursor at a bit
position within the selected ancillary bl ock of data;

determining froma stored format for the sel ected
ancillary block of data the bits associated with the bit
position that forma segnment within the selected ancillary
bl ock of data; and
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automati cal ly sinultaneously highlighting on the
display the bits of the segnent within the selected ancillary
bl ock of data as the adaptive cursor.

The Exam ner relies on the follow ng references:

Ho 4,747,058 May 24,
1988

W obl ewski et al. (Wobl ewski) 5,339, 391 Aug. 16
1994 (effective filing date My
14, 1990)

Appel lant’ s admitted prior art (APA)

Clainms 1 through 4 stand rejected under 35 U.S.C. §
103 as bei ng unpat entabl e over Appellant’s admtted prior art
(APA) in view of Ho and further in view of Wobl ewski.

Rat her than reiterate the argunments of Appellant and
the Examner, reference is made to the brief and answer for
the respective details thereof.

CPI NI ON

After a careful review of the evidence before us, we

will not sustain the rejection of clainms 1 through 4 under

35 U.S.C § 103.
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The Exami ner has failed to set forth a prima facie
case. It is the burden of the Exam ner to establish why one
having ordinary skill in the art would have been led to the
cl ai med invention by the reasonabl e teachi ngs or suggestions
found in the prior art, or by a reasonable inference to the
artisan contained in such teachings or suggestions. 1Inre
Sernaker, 702 F.2d 989, 995, 217 USPQ 1, 6 (Fed. Cir. 1983).
"Addi tionally, when determ ning obviousness, the clained
i nvention should be considered as a whole; there is no legally
recogni zable "heart' of the invention.” Para-O dnance Mg. V.
SGS Inporters Int’l, Inc., 73 F.3d 1085, 1087, 37 USPQ2d 1237,
1239 (Fed. Cir. 1995) (citing W L. CGore & Assocs., Inc. v.
Garlock, Inc., 721 F.2d 1540, 1548, 220 USPQ 303, 309 (Fed.
Cr. 1983), cert. denied, 469 U S. 851 (1984)).

Wth regard to the rejection of claim1, the
Exam ner states that the APA discloses the clainmed invention
including the step of extracting (lines 3 and 4), the step of
displaying (line 5 and the step of determning (lines 8-10).
The Exami ner then conbines Ho with the APA to obtain the

cl aimed steps of manually positioning a marker (lines 6 and 7)
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and highlighting (lines 11 and 12). For “simultaneously”
hi ghli ghting, the Exam ner adds Wobl ewski to the conbination.

(Answer - pages 4-6.)

Appel  ant agrees with the Exam ner with respect to
the step of extracting and di spl ayi ng being disclosed in the
APA, but takes issue with the determ ning step. (Brief-page
4.)

Appel | ant st ates:

Certainly for a manual operation an operator, if he
takes the tinme to identify which bit nunber is being
mar ked by counting the bits, can then refer to a
printout of the format and determ ne what bits nmake
up the segnment of which the marked bit is a part.

But the invention is not concerned with a manual
operation, as is readily apparent fromthe
specification. Therefore Applicant submits that the
APA does not teach or suggest the determ ning step
as recited in claiml. (Brief-page 4.) (Enphasis
added.)

This argunment fails at the outset because Appell ant
admts the APA teaches “determ ning” but relies on the

specification to avoid a “manual determnation”. Since the
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cl ai m | anguage does not prohibit a “nmanual determ nation”
this argunment is not based on a |imtation appearing in the

claimand is immterial. See In re Self, 671 F.2d 1344, 1350,

213 USPQ 1, 5 ((CCPA 1982).

Wth regard to the claim1l limtation of

manual |y positioning a marker cursor at a bit
position within the selected ancillary bl ock of
dat a;

Appel | ant ar gues:

Ho teaches that after a first character is
corrected, the operator presses a key (“enter”)

whi ch causes the cursor to nove to the next msread
character (enphasis added). This is not the sane as
having a marker cursor that can be placed on “a bit
position” of a binary display, i.e., any bit
position, as recited in claim1. (Brief-page 5.)

We agree with Appellant that Ho does not teach
manual |y positioning a marker. Ho's marker is placed

automatically. Although the operator manually presses a key
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to nove to the next misread character, the next m sread
character and its bit position, is selected by the system not
the operator. Thus, this claimlimtation is not net by Ho.

Al so, the Exam ner admts that manual positioning is not

di scl osed in the APA (answer-bottom of page 4), and does not
rely on Woblewski for this teaching. Since manual
positioning of the marker cursor is not taught or shown to be
obvi ous over the references of record, we will not sustain the
rejection of claim1. Likew se, clains 2 and 3, dependent
fromclaim1, include the sane unnet limtation, and we w ||

not sustain the rejection of these clains.

Additionally, claim4 recites the sane unnet limtation in
lines 8 and 9, therefore we will not sustain the rejection of
this claim

We note that Appellant argues inpermssible
hi ndsi ght in conbi ni ng APA, Ho and Wobl ewski, stating “One
dealing with binary data signals would not | ook to docunent
devi ces based upon character reading as a source of

inspiration.” (Brief-page 6.) W disagree. The title of

-7-



Appeal No. 1997-0810

Appl i cation No. 08/512,072

Appel lant’ s invention is “Adaptive Cursor for Interpreting
Di spl ays of Grouped Data Wrds.” Ho is a “Code Line D splay
Systent and Woblewski is a “Conmputer Display Unit with
Attribute Enhanced Scroll Bar”. Al three deal with display

mar kers and hi ghlighting associated bits.

We have not sustained the rejection of clainms 1
t hrough 4 under 35 U.S.C. 8 103. Accordingly, the Exam ner's
decision is reversed.

REVERSED
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